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DETAILED ACTION 



Response to Amendment 

This action is in response to the Applicant's amendment filed on November 29, 
2006. Claims 1-27 are pending and will be considered for examination. 



Allowable Subject Matter 

Claims 8, 18, and 25 would be allowable if rewritten to overcome the rejection(s) 
under 35 U.S.C. 112, 2nd paragraph, set forth in this Office action and to include all of 
the limitations of ttie base claim and any intervening claims. 



Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1-27 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Referring to claims 1, 4. 11 and 21 : These claims recite the limitation "line group 
data structure". It is unclear to the Examiner what this limitation means or how it differs 
from any other data structure. The Applicant's specification appears to disclose that this 
term refers to a list of purchase orders (see Figure 2, "208"; see specification pages 13 
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and 14). For examination purposes, the Examiner will treat this limitation as a list of 
purchase orders. 

Referring to claims 2 and 12 : These claims recite the limitation "order header 
data structure". It is unclear to the Examiner what this limitation means or how it differs 
from any other data structure. 

Referring to claims 4. 14. and 22 : These claims recite the limitation "host 
purchase order". It is unclear to the Examiner what this limitation means or how it 
differs from a purchase order. 

Claim Rejections -35 USC §102 

The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

Claims 1, 2, 5, 7, 10-12, 15, 17, 20, 21, 23, 24, and 27 are rejected under 35 
U.S.C. 102(b) as being anticipated by Shoquist et al. (US 5,361,199) ("Shoquist"). 

Referring to claim 1: Shoquist teaches a method for generating purchase orders 
in a computer implemented procurement system, comprising: 

Accessing a user modifiable configuration file comprising a selected list of criteria 
on which line items are to be sorted into purchase orders and modifying the selected list 
of criteria in response to the user input (Figure 5; col. 5, lines 56-62). The Applicant's 
specification discloses that a "user modifiable configuration file" is a window that allows 
a user to select the criteria used for sorting (see Figure 2, "206"; page 13, line 16 - page 
14, line 7). Shoquist teaches a similar window in Figure 5 called "RP WorkList Sort 
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Options" that allows a user to select and modify the criteria used for sorting. Shoquist 
also teaches traversing a list of line items associated with a requisition, each line item 
comprising an item description and criteria data (Figures 4 and 5; col. 5, lines 51-62), 
and automatically grouping said line items of said list into purchase orders wherein all 
items of a given purchase order have matching criteria data with respect to any criteria 
of said modified list of criteria (Figure 13; col. 7, lines 19-23); sorting results of said 
grouping into a line group data structure that is mapped to said requisition (Figures 14 
and 15), wherein the line group data structure indicates one or more groups of one or 
more line items according to the results of said grouping. Shoquist teaches that each 
PO number is mapped to a requisition number (Figure 16). Finally, Shoquist teaches 

* * 

generating separate purchase orders according to said line group data structure (Figure 
18A "Send PO to Supplier). 

Referring to claim 2 : Shoquist teaches all the limitations of claim 1 as noted 
above. Furthermore, Shoquist provides a mapping between said requisition and said 
line group data structure. Shoquist shows a PO number is associated with (i.e. mapped 
to) a RP number (Figure 16). 

Referring to claim 5 : Shoquist teaches all the limitations of claim 1 as noted 
above. Furthermore, Shoquist teaches that the modified list of criteria is selected from 
the group comprising: supplier name (Figure 5, "Assigned Supplier" and "Selected 
Supplier"). 
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Referring to claim 7 : Shoquist teaches all the limitations of claim 1 as noted 
above. Furthermore, Shoquist teaches approving said separate purchase orders 
(Figure 18A, "Send for Approval"). 

Referring to claim 1 0 : Shoquist teaches all the limitations of claim 1 as noted 
above. Furthermore, Shoquist teaches allowing a user to modify said user modifiable 
configuration file to alter said selected list of criteria (Figure 5, "RP WorkList Sort 

i 

Options"). 

Referring to claims 1 1 and 21 : Claims 1 1 and 21 are rejected under the same 
rationale as set forth above in claim 1 . 

Referring to claim 12 : Claim 12 is rejected under the same rationale as set forth 
above in claim 2. 

Referring to claims 15 and 23 : Claims 15 and 23 are rejected under the same 
rationale as set forth above in claim 5. 

Referring to claims 17 and 24 : Claims 17 and 24 are rejected under the same 
rationale as set forth above in claim 7 

Referring to claims 20 and 27 : Claims 20 and 27 are rejected under the same 
rationale as set forth above in claim 1 0. 
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Claim Rejections - 35 USC §103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 3, 4, 13, 14, and 22 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Shoquist et al. (US 5,361 ,199) ("Shoquist"). 

Referring to claim 3 : Shoquist teaches all the limitations of claim 1 as noted 
above. Shoquist does not teach that the requisition is represented via an electronic 
shopping cart. However, the Examiner notes that this limitation is not functionally 
involved in the steps of the recited method. Therefore this limitation is deemed to be 
nonfunctional descriptive material. The steps of recited method would be the same 
regardless of how the requisition was represented. The difference between the content 
of the Applicant's invention and the prior art is merely subjective. Thus this 
nonfunctional descriptive material will not distinguish the claimed invention from the 
prior art in terms of patentability, see In re Gulack, 703 F.2d 1381, 1385, 217 USPQ 
401, 404 (Fed. Cir. 1983); In re Lowry, 32 F.3d 1579, 32 USPQ2d 1031 (Fed. Cir. 1994) 
also see MPEP 2106. Therefore, it would have been obvious to a person of ordinary 
skill in the art at the time the invention was made to represent the requisition of Shoquist 
in any manner because such representation does not functionally relate to the steps of 
the claimed method and because the subjective interpretation of information does not 
patentably distinguish the claimed invention. 
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Referring to claim 4 : Shoquist teaches all the limitations of claim 1 as noted 
above. Shoquist does not teach that the line group data structure comprises a host 
purchase order item which includes all of said line items of said requisition. However, 
the Applicant's specification states, "A host PO is a dummy line_group object created 
for every requisition." (see specification page 14, lines 11 and 12). Therefore this 
limitation is deemed to be nonfunctional descriptive material because a "dummy" object 
has no functional relationship to the recited method. The steps of recited method would 
be the same regardless what "dummy" objects the group line data structure comprised. 
Thus the difference between the content of the Applicant's invention and the prior art is 
merely subjective. Thus this nonfunctional descriptive material will not distinguish the 
claimed invention from the prior art in terms of patentability, see In re Gulack, 703 F.2d 
1381, 1385, 217 USPQ 401, 404 (Fed C/r. 1983); In re Lowry, 32 F.3d 1579, 32 
USPQ2d 1031 (Fed. Cir. 1994) also see MPEP 2106. Therefore, it would have been 
obvious to a person of ordinary skill in the art at the time the invention was made to 
have any "dummy" object in the invention of Shoquist because such objects do not 
functionally relate to the steps of the claimed method and because the subjective 
interpretation of information does not patentably distinguish the claimed invention. 

Referring to claim 13 : Claim 13 is rejected under the same rationale as set forth 
above in claim 3. 

Referring to claims 14 and 22 : Claims 14 and 22 are rejected under the same 
rationale as set forth above in claim 4. 
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Claims 6 and 16 rejected under 35 U.S.C. 103(a) as being unpatentable over 
Shoquist et al. (US 5,361,199) ("Shoquist") in view of Johnson et al. (US 
6,023,683) ("Johnson"). 

Referring to claim 6 : Shoquist teaches all the limitations of claim 1 as noted 
above. Shoquist does not teach generating the requisition by performing electronic 
commerce to add items to the requisition which generates the list of line items. 
However, Johnson teaches a system and method for electronic sourcing that generates 
a requisition by performing electronic commerce to add items to a requisition which 
generates the list of line items (col. 2, lines 47-56). Therefore it would have been 
obvious to one of ordinary skill in the art, at the time the invention was made, to 
incorporate the teachings of Johnson in the invention of the cited prior art. One of 
ordinary skill in the art would have been motivated to do so in order to allow a user to 
search a database of catalog items contain in at least two vendor product catalogs, 
selecting particular items located, and transfer information about the items selected to a 
requisition, as taught by Johnson (col. 2, lines 38-44). 

Referring to claim 16 : Claim 16 is rejected under the same rationale as set forth 
above in claim 6. 

Claims 9, 19, and 26 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Shoquist et al. (US 5,361,199) ("Shoquist") in view of Official 
Notice. 

Referring to claim 9 : Shoquist teaches all the limitations of claim 1 as noted 
above. Shoquist does not teach sending a . purchase order in ah outbound route to a 
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supplier via an Internet network. However, Official Notice is taken that it is old and well 
known in the art to send a supplier a purchase order in an outbound route via an 
Internet network. Therefore it would have been obvious to one of ordinary skill in the 
art, at the time the invention was made, to incorporate this feature into the cited prior 
art. One of ordinary skill in the art would have been motivated to do so in order to 
reduce the cost of sending a purchase order document to a supplier. 

* 

Referring to claims 19 and 26 : Claims 1 9 and 26 are rejected under the same 
rationale as set forth above in claim 9. 

* 

Response to Arguments 

Applicant's arguments with respect to the rejection of claims 1 , 2, 4, 11, 12, 14, 
21 , and 22 under 35 USC 112, second paragraph have been fully considered but they 
are not persuasive. The Applicant has argued that the language of the claims is such 
that one of ordinary skill in the art could easily interpret the mete and bounds. The 
examiner respectfully disagrees and notes that neither the Applicant's specification nor 
claim language clearly defines the terms "line group data structure", "order header data 
structure", or "host purchase order". Although the claim language does suggests how 
these elements are used (e.g. mapping to requisition), the examiner notes that 
describing how something is used does not describe or define the element. For this 
reason, the examiner maintains the rejection. 

Applicant's arguments with respect to the rejection of claims 1, 2, 5, 7, 10-12, 15, 
17, 20, 21, 23, 24, and 27 under 35 USC 102(b) have been fully considered but they are 



4 
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not persuasive. The Applicant has argued that Shoquist fails to disclose the limitation 

"accessing a user modifiable configuration file comprising a selected list of criteria on which line items are 
to be sorted into purchase orders. . . " The examiner respectfully disagrees. Figure 5 of 
Shoquist clearly shows a window that allows a user to sort a WorkList based on a 
selected list of criteria. Furthermore, the Applicant's specification discloses that a "user 
modifiable configuration file" is a window that allows a user to select the criteria used for 
sorting (see Figure 2, "206"; page 13, line 16- page 14, line 7). Shoquist teaches a 
similar window in Figure 5 called "RP WorkList Sort Options" that allows a user to select 

* 

and modify the criteria used for sorting. 

The Applicant has also argued that Shoquist does not teach the limitation 

4 

"modifying the selected list of criteria in response to user input. . . " The examiner respectfully 
disagrees and notes that the sort options are selected by the user and can be "saved" 
thus changing or modifying the list of criteria. 

The Applicant has also argued that Shoquist does not teach the limitation 
" . . . automatically grouping the line items of the list into purchase orders. . . " The examiner 

respectfully disagrees and notes that Figure 12B shows that a requisition can be turned 
into a purchase order by clicking on the option "Make PO". 

For these reasons, the examiner maintains the art rejection. 

Conclusion 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 
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A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Naeem Haq whose telephone number is (571)-272- 
6758. The examiner can normally be reached on M-F 8:00am-5:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jeffrey A. Smith can be reached on (571)-272-6763. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 

■ 

published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 




Naeem Haq, Primary Examiner 
Art Unit 3625 



February 1 9, 2007 



